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UNITED STATES SUPREME COURT 
STREET & SmiItTH v. ATLAS MANUFACTURING CoMPANY, et al, 


(34 Supreme Court Rep., 73.) 
December 1, 1913. 


APPEALS IN TRADE-MARK CASES. 

There is no appeal to the supreme court from a final decree of 
the circuit court of appeals in a suit arising under the Trade-Mark 
Act of 1905. The only procedure for the review of such a decree is 
by certiorari, 

Appeal from a decree of the United States circuit court of 
appeals for the eighth circuit, dismissing a suit to enjoin infringe- 
ment of trade-mark and unfair competition. Dismissed for lack 
of jurisdiction. For opinion of the court below, see Reporter, 
Vol. 3, p. 259; 204 Fed. Rep., 398. 


Messrs. Hugh K. Wagner and Leonard J. Langbein, for 
complainants. 

Messrs. James Love Hopkins and Nelson Thomas, for de- 
fendants. 


Mr. Justice VAN DEVANTER delivered the opinion of the 
court: 

This is an appeal from a decree of the circuit court of ap- 

peals, directing the dismissal of a suit to enjoin infringement 
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of a registered trade-mark and unfair trade. The decree was 
rendered and the appeal allowed after the judicial code, adopted 
March 3, 1911 (36 Stat. Supp at L., 1087, chap. 231, U. S. 
Comp. Stat. Supp., 1911, p. 128), became effective. Our juris- 
diction is challenged by a motion to dismiss; and if we have 
jurisdiction it is solely because the case was in part one arising 
under the act of February 20, 1905, infra, under which the trade- 
mark was registered. Whether in a case so arising the judg- 
ment or decree of a circuit court of appeals may be reviewed 
by this court upon an appeal or writ of error, or only upon a 
writ of certiorari, is the question for decision. 

Section 128 of the judicial code declares that, except as pro- 
vided in sections 239 and 240, “the judgments and decrees of the 
circuit courts of appeals shall be final * * * in all cases 
arising under the patent laws, under the copyright laws, under 
the revenue laws, and under the criminal laws, and in admiralty 
cases.” Section 239 permits the certification to this court of 
questions of law by a circuit court of appeals concerning which 
it desires instruction for the proper decision of a case within 
its appellate jurisdiction, and is not important here. Section 240 
reserves to this court the discretionary power to require, by 
certiorari, upon the petition of a party, that any case in which 
the decision of a circuit court of appeals is made final by the 
code be certified here for review and determination, with the 
same power and authority in the case as if brought here by 
appeal or writ of error. Section 241 declares that any case in 
which the decision of a circuit court of appeals is not made final 
by the code may be brought here, as of right, by appeal or writ 
of error, if the matter in controversy exceeds $1,000, besides 
costs. 

These provisions, it is said by counsel for the appellants, 
enabled them to appeal, as of right, the statutory amount being 
involved, and did not remit them to the discretionary writ of 
certiorari; the argument being that section 128 enumerates the 
cases in which the decisions of the circuit courts of appeals shall 
be final, and does not include among them cases arising under 
the trade-mark laws, and that section 241 gives an appeal or 
writ of error, as of right, in any case in which the decision of 
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the circuit court of appeals is not thus made final, if, as here, 
the requisite amount is in controversy. If the question turned 
entirely upon the code provisions relied upon, the argument 
probably would be convincing. But there are other statutory 
provisions which must be considered, some within and others 
without the code. 

The code does not purport to embody all the law upon the 
subjects to which it relates. It contains some new provisions and 
some that are modifications of old ones; but much of it is merelv 
a re-enactment of prior laws with appropriate regard to their 
proper classification and orderly arrangement. Among others, 
it contains the following provisions bearing upon the extent 
to which it was intended to affect or repeal prior laws: 

“Sec. 292. Wherever, in any law not contained within this 
act, a reference is made to any law revised or embraced herein, 
such reference, upon the taking effect hereof, shall be construed 
to refer to the section of this act into which has been carried or 
revised the provision of law to which reference is so made. * * * 

“Sec. 294. The provisions of this act, so far as they are sub- 
stantially the same as existing statutes, shall be construed as 
continuations thereof, and not as new enactments, and there 
shall be no implication of a change of intent by reason of a 
change of words in such statute, unless such change of intent 
shall be clearly manifest. * * * 

“Sec. 297. The following sections of the revised statutes and 
acts and parts of acts are hereby repealed: * * * (many 
sections, acts, and part of acts are here enumerated). Also all 
other acts and parts of acts, in so far as they are embraced 
within and superseded by this act, are hereby repealed; the re- 
maining portions thereof to be and remain in force with the 
same effect and to the same extent as if this act had not been 
passed.” 

Sections 128, 239, 240, and 241 of the code, as before de- 
scribed, substantially, almost literally, repeat the provisions of 
section 6 of the circuit courts of appeals act of March 3, 1891 
(26 Stat. at L., 826, chap. 517, U. S. Comp. Stat., 1901, p. 488). 
There is but a single change deserving mention here, and it is 
that cases arising under the copyright laws are in section 128 
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added to the enumeration of cases in which the decisions of 
the circuit courts of appeals are declared final. But this has no 
bearing upon cases arising under the trade-mark laws, save as 
it indicates that congress was extending, rather than contract- 
ing, the list of cases in which finality attaches to the decisions of 
the circuit courts of appeals. Passing this consideration, there 
is nothing in the code denoting a purpose to change the existing 
appellate jurisdiction in trade-mark cases: it is left as it was 
before. 

The trade-mark act of February 20, 1905 (33 Stat. at L., 
724, chap. 592, U. S. Comp. Stat. Supp., 1911, p. 1459), dealt 
with the subject we are considering. By section 17 it invested 
appellate jurisdiction of cases arising under that act, and by sec- 
tion 18 declared that writs of certiorari might be granted by 
this court for the review of decisions of those courts in such 
cases “in the same manner as provided for patent cases” by the 
circuit courts of appeals act. In placing such trade-mark cases 
upon the same footing as cases arising under the patent laws, 
as respects the remedy by certiorari, Congress undoubtedly in- 
tended that this remedy should have the same attributes in the 
one class of cases as in the other. We already have seen that 
the circuit courts of appeals act, in section 6, made it exclusive 
in cases arising under the patent laws. Before the adoption of 
the code, this court said in Hutchinson, P. & Co. v. Loewy, 217 
U. S., 457, 460, 54 L. Ed., 838, 839, 30 Sup. Ct. Rep., 613, a case 
like this: “We are of opinion that this appeal will not lie, and 
that the remedy by certiorari is exclusive. * * * We think 
that the language of section 18 places suits brought under the 
trade-mark act (February 20, 1905) plainly within the scope 
of the act establishing the court of appeals (March 3, 1891), and 
that a final decision of that court can be reviewed in this court 
only upon certiorari.” 

Of course, that case and this are not to be confused with 
others arising under earlier trade-mark laws not containing any 
provisions respecting appellate jurisdiction such as are embodied 
in the act of 1905. 


The provisions of that act upon this subject are not among 
those enumerated in section 297 of the code as thereby repealed, 
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and neither do they appear to have been embraced within and 
superseded by the code. And while the circuit courts of appeals 
act, to which section 18 of the act of 1905 makes reference, has 
been superseded by being incorporated into the code, that sec- 
tion has not thereby lost any of its original effect, for section 
292 of the code requires the reference to be construed as if nam- 
ing the very sections of the code into which the circuit courts of 
appeals act has been carried. 

It follows that the motion to dismiss the appeal must be 
sustained, as was done in Hutchinson, P. & Co., v. Loewy. 

Appeal dismissed. 


UNITED STATES CIRCUIT COURT OF APPEALS 
WILLIAM A. LAWRENCE & Son v. P. E. SHARPLEsS Co. 
(208 Fed. Rep., 886.) 
Third Circuit, November 25, 1913. 


UnFairR CoMPETITION—-DeECcREE—RIGHT oF ReEvIEW. 

In a suit to restrain infringement of trade-mark and unfair compe- 
tition, the complainant, who has obtained the relief sought, but on 
the latter ground only, is not entitled to a review of the question 
whether its trade-mark is valid, and whether, therefore, the relief 
awarded should have been based on both grounds. 

Cross appeals from the decree of the United States district 
court, eastern district of Pennsylvania, in favor of complainant. 
Complainant’s appeal dismissed. Affirmed on defendant’s appeal. 

For the opinion of the court below, see Reporter, Vol. 3, 

aii. 


Duell, Warfield & Duell, of New York City (R. W. France, 
of counsel), for plaintiff. 
Hector T. Fenton, of Philadelphia, Pa., for defendant. 


3efore Gray, BUFFINGTON, and McPuHeErson, Circuit Judges. 


J. B. McPuerson, Circuit Judge—lIn this proceeding Wil- 
liam A. Lawrence & Son sought relief against the P. E. Sharpless 
Company, averring (1) infringement of a trade-mark, and (2) 
unfair competition. The decree adjudged the trade-mark invalid, 
but granted an injunction on the second ground. Each party 
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has appealed from the decree; the plaintiffs, from so much of 
it as declares their trade-mark invalid, and the defendant com- 
pany, from so much as restrains the unfair competition. 

The facts of the controversy are fully set out in Judge 
Thompson’s opinion, reported in (D. C.), 203 Fed., 762, and 
need not be repeated here. We have carefully considered the 
evidence and the arguments bearing upon the subject of unfair 
competition, and have not been convinced that the conclusions 
of the court below in that respect are erroneous. 

But we do not feel bound to pass upon the validity of the 
trade-mark. The question presented—namely, the generic char- 
acter of the device—is of some nicety, and in a case that called for 
its decision would need close examination and discussion. We 
must not be understood as intimating any opinion, or even any 
prepossession, either for or against the view adopted by the 
district judge; we merely state our opinion that, as the plaintiffs 
have obtained full relief against the defendant, they are not 
entitled to insist that it should be based upon one ground rather 
than upon another. The essential matter is that the defendant 
has been restrained from using the labels complained of; and 
for the present the plaintiffs must be content with that fact, al- 
though they would no doubt have preferred that both their po- 
sitions should be sustained, instead of only one. 

On the appeal of the Sharpless Company the decree is af- 
firmed. The cross appeal of William A. Lawrence & Son is 
dismissed, but without prejudice to their right to raise the ques- 
tion of the validity of their trade-mark before any other tri- 
bunal. 





UNITED STATES DISTRICT COUR T 


Morion PicrureE Parents Co. v. EcLtarr Fitm Co. 
(208 Fed. Rep., 416.) 
District of New Jersey, September 4, 1913. 
1. UNFAIR COMPETITION—MONOPOLIES—PRIVATE RIGHT OF ACTION. 
The fact that a party is guilty of an infraction of the Anti-Trust 


Act and may be subject to prosecution therefor is not enough to give 
a right of action to a private person for unfair competition. Only 
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special injury suffered by an individual will give a foundation for such 
an action. The.public wrong can be redressed only at the suit of 
the state, 

. UNFAIR COMPETITION—PLEADING. 

Fraud is the basis of unfair competition, and will not be pre- 
sumed. Therefore the facts upon which such unfair competition is 
predicated must be pleaded as particularly as their nature will allow. 
An unsupported allegation of unfair competition is a mere conclusion 
of law. 

In equity. On motion to strike out certain matters pleaded 
in defense. Granted. 


Melville Church, of Washington, D. C., and Louis Hicks, of 
New York City, for plaintiff. 
Waldo G. Morse, of New York City, for defendant. 


ReLLsTaB, District Judge—The bill of complaint charges 
infringement of certain patents. The answer sets up as de- 
fenses inter alia that the plaintiff was a monopoly denounced by 
the Federal anti-trust act (act July 2, 1890, c. 647, 26 Stat., 209), 
and that it was guilty of unfair competition in the use of such 
patents. It also interposed a counterclaim for damages sus- 
tained by reason of such premises. Of the paragraphs chal- 
lenged, No. 55 alleges the institution by the United States of a 
suit against the plaintiff charging that it is a monopoly and 
combination inhibited by the anti-trust act. It alleges further 
that the plaintiff is such a monoply and that it is 
using the patents in furtherance thereof. Neither alle- 
gation is a defense. The one averring that such a suit is pend- 
ing does not charge the existence of such monopoly but merely 
that such a charge is made by a plaintiff in another proceeding. 
The proving of the issue here tendered, viz., that some one else 
made such a charge, would be no more a defense to the charge 
of infringement herein laid against the defendant than that 
such charge would preclude defendant from disproving it. The 
further allegation that such a monopoly exists, as well as the 
allegations in paragraphs 56, 57, 58, 59, and 60, charging unfair 
competition, founded upon the existence of such monopoly and 
the use of such patents (assuming that these conditions are 
defenses available in a suit of this character), are couched in 


too general and indefinite terms to require answer. A separate 
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bill of complaint thus framed would be dismissed on motion, 
under equity rule 29. 

That the plaintiff is guilty of an infraction of the anti-trust 
act and in appropriate proceedings will be dissolved is not enough 
to constitute a case of unfair competition against a particular 
person. U.S. Fire Escape, ctc. Co. v. Halsted Co. (D. C.), 195 
Fed., 295; Fraser v. Duffey (D. C.), 196 Fed., 900, and cases 
cited. Specific injury suffered by the defendant different from 
that sustained by it as a member of the community is essential 
to its recovery of damages or to restrain further infringement 
upon its rights. Borden Ice Cream Co. v. Borden's Condensed 
Milk Co., 201 Fed., 510, 121 C. C. A., 200. 

It is elementary that a plaintiff in equity must allege with 
particularity all material (ultimate) facts necessary to establish 


his right to the relief prayed, and an articulated array of generali- 
ties, no matter how well sounding, will not satisfy this require- 


ment. Story’s Eq. Pl., section 241; Shipman’s Eq. Pl., p. 520; 
Wilson v. American Ice Co. (D. C.), 206 Fed., 736. 

Fraud is at the root of all actionable unfair competition; 
and, as no intendment is made in favor of fraud, the facts (but 
not the mere evidence thereof) upon which such a charge is 
predicated must be set forth distinctly and with as much par- 
ticularity as the nature of the transactions involved and the cir- 
cumstances in which they have their being or development are 
within complainant’s knowledge or could have been ascertained 
by his employing such means as were at his command. that 
the pleader had no such idea of his duty in this case is manifest 
by a reading of the challenged paragraphs. The general charge 
of unfair competition against the defendant appears. However, 
this is but a mere conclusion of law. The allegations following 
pertain almost exclusively to a charge that the plaintiff is violat- 
ing the anti-trust act and, so far as they may be said to consist in 
facts, are framed for the purpose of supporting such a charge. 
The application of such allegations to the defendant is of the 
most general character. Paragraph 59 will suffice as illustrative 
of such lack of particularity: 


“so. That complainant has under and pursuant to said agreements 
aforesaid (only one is specifically named and that with the plaintiff’s as- 
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signor and other persons unnamed) employed the same wholly in, about, 
under, and in connection with said unlawful combination, agreement, 
and course of business so in restraint of trade, and that by reason of said 
unfair competition and unlawful monopoly is wrongfully and unlawfully 
destroying the business of this defendant, and this defendant is being 
wrongfully deprived of a large amount of business, and by which the 
defendant has been and is being damaged in a great amount, the exact 
amount of such damage or damages so far inflicted is unknown to the 
defendant. but which, upon information and belief, it alleges is in ex- 
cess of $50,000, and that the defendant is, by the said action of the said 
complainant herein, being wrongfully and unlawfully prevented from 
fairly competing with the complainant, and the public thereby greatly 
deceived, prejudiced, and damaged.” 

Surely if the defendant has such a cause of action as en- 
titles it to redress against an unfair competitor, some overt act 
of the plaintiff, specifically directed against the defendant or 
its customers, or which injuriously affects the defendant’s busi- 
ness reputation and good will specifically, must be known by it 
and be capable of precise averment. No such acts, however, are 
pleaded, and the conclusion is irresistible that the purpose of 
the pleading was not so much to outline the specific injury being 
perpetrated upon the defendant as a separate identity, as that 
which it in common with others in the same trade was suffering 
because of the plaintiff’s violation of the anti-trust law. For 
such injury and violence, only the United States, in the exercise 
of its governmental power and duty to protect the general pub- 
lic, may bring suit. Anti-Trust Act, section 4; Minnesota v. 
Northern Securities Co., 194 U. S., 48, 24 Sup. Ct., 598, 48 L. 


Ed., 870. For such lack of definiteness and particularity such 
paragraph must be struck out. 


Paragraphs 61 and 62, the remaining ones attacked by this 
motion, and which are inserted by way of counterclaim, seeking 
treble damages under such anti-trust act, are also subject to a like 
infirmity. These, however, are objectionable for a greater (be- 
cause incurable) reason in that the defendant thereby seeks to 
set up in-an equity suit a claim that can only be maintained in a 
suit at law. Only counterclaims “which might be the subject of 
an independent suit in equity” may be set up in an answer to an 
equity bill. New Eq. Rule 30 (201 Fed. v; 118 C. C. A. v). 


The subject-matters of all of these paragraphs fall within 
the condemnation of Terry Steam Turbine Co. v. Sturtevant Co. 
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(D. C.), 204 Fed., 103, and Williams Patent Crusher & Pulver- 
izer Co. v. Kinsey Mfg. Co. (D. C.), 205 Fed., 375, but the later 
case of Vacuum Cleaner Co. v. American Rotary Valve Co., 208 
Fed., 419, decided by the United States district court for the 
southern district of New York (memorandum filed May 2, 1913) 
holds that practices which amount to unfair competition may be 
interposed as a defense under such rule. In the present case a 
decision of this question for the reasons given is unnecessary. 
All the recited paragraphs, as well as Nos. 28, 29, 30, 32, 
34, 35, 36, 37, 45, 48, and 54, repeated by such answer in aid of 
these alleged defenses in so far as they are thus repeated and 
relied upon to support them, must be struck out. Prayers 5, 6, 
and 7 being based on such defenses, must also be struck out. 
The motion is granted, with costs. 





FLORIDA SUPREME COURT 
ARGUELLES, et al. v. SABto. 
(63 Southern Rep., 428.) 
November 4, 1913. 
INFRINGEMENT—JOINT DECREE. 
In a suit to enjoin infringement of a trade-mark and to recover 
damages, where the infringement is sufficiently alleged and is admitted 


by a decree pro confesso, a decree is properly entered against two de- 


fendants who participated in the infringement, granting the relief 
sought. 


Appeal from a decree of the circuit court, Hillsborough 
county in favor of plaintiff. Affirmed. 


Dickenson & Dickenson, for plaintiff. 
W. H. Jackson, for defendant. 


WHITFIELD, J—Sabio brought suit to enjoin the infringe- 
ment of a trade-mark and for an accounting and damages for 
the infringement. The transcript brought here does not show it, 
but it is conceded that a decree pro confesso was entered. Testi- 
mony was taken as to the profits of the defendants made in the 
infringement, and a final decree awarded a permanent injunction 
and damages for the profits shown by the testimony. 
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It is contended that no infringement is proven, that as the 
proofs did not authorize an injunction there was no power to 
award damages, that the proofs do not warrant the damages al- 
lowed, and that the decree being joint is erroneous. 

The sufficient allegations of the bill of complaint showing 
the infringement are admitted by the decree pro confesso. The 
confessed allegations of the bill warranted the injunction, and 
the proven profits allowed as damages are a proper incident to 
the injunction. The appellants are shown to be joint tort- 
feasors in the infringement, and the joint decree against them is 
affirmed. 

SHACKLEFORD, C. J., and TayLtor, CocKRELL, and Hocker, 
JJ., concur. 


SUPREME JUDICIAL COURT OF MASSACH USETTS 
REGAL SHOE Co. v. SAMUEL A. COHEN. 
September 29, 1913. 


. INFRINGEMENT—UNAUTHORIZED Use oF MARK. 

The sale under the plaintiff's mark of shoes made for the plain- 
tiff and marked with its trade-mark, but rejected as below its stand- 
ard is such misuse of its mark as should be enjoined. 

2. CLEAN HANpS—REPRESENTATION AS TO MAKE OF Goons. 

The marking of goods with plaintiff’s name as “Makers” is im- 
proper when the goods are made not by but for the plaintiff and are 
subject to its acceptance; but such marking is not fraud, to deprive 
the plaintiff of relief from unfair competition. 


In equity. On final hearing. Decree for plaintiff awarding 
as injunction. 


George N. Goddard, of Boston, for plaintiff. 
William Charak, of Boston, for defendant. 


The defendant was selling at cut prices shoes marked with 
plaintiff’s trade-mark “Regal” but which were not bought from 
plaintiff. The shoes were obtained from a manufacturer who 
had made them for the plaintiff, but whose work had been 
rejected by the plaintiff. The shoes, still bearing the “Regal” 
mark, were thereupon sold to other parties, from whom the de- 
fendant procured them. 


Lorinc, J.—I, think, Mr. Goddard, as the defendant in the 
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course of the trial has spoken of the allegation in the bill that 
the labels which were affixed were in imitation of those used 
by the plaintiff, whereas they were the plaintiff’s labels which 
were wrongly on the shoes at this time, that you ought to amend 
your bill. 

I think this is a perfectly plain case. I think the plaintiff 
has proved that the word Regal in connection with shoes means 
shoes made by or for the Regal Company and I find as a fact 
that word has obtained that secondary meaning in the market. 

It is admitted this defendant is selling shoes as shoes of 
the Regal Company, meaning they were made by or for the 
Regal Company. As a matter of fact it turns out they were made 
under a contract by which shoes were to be made for the 
Regal Company, and in anticipation of their being accepted the 
labels were affixed to the shoes and to the boxes in which they 
were placed. Later these shoes were rejected, either by Mr. 
Harding’s firm or by the plaintiff’s, I do not know which, the 
evidence does not show which and it does not make any differ- 
ence which; they were shoes which were not up to the standard 
of the Regal Shoe Company and therefore they were rejected 
either by Mr. Harding or by the Regal Shoe Company. 

Under these circumstances they were put out by Mr. Hard- 
ing upon the market with those labels on them. The inevit- 
able result of that was that they would be sold as Regal shoes, 
when they were not. That is a fraud. It is not necessary for 
the defendant to prove that he never gave authority to Mr. 
Harding to do that; Mr. Harding had no right to do it unless 
he did have authority, and it is not pretended that he did have 
authority. 

The defendant has undertaken to prove that there is a 
custom to commit that kind of fraud; if he had proved it I 
should have held it was not a valid custom; because it would 
have been a custom to commit a fraud. But I find as a fact no 
such custom ever existed. 

I do not think there is anything in the defense that the 
amount here is small. It is not the amount of this particular 
lot of shoes, it is the principle which the plaintiff has to uphold; 
the plaintiff has a right to protect the business of his shoes by 
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preventing the public being induced to buy as shoes of his grade 
and standard shoes which he has rejected because they were not 


up to that standard. That is a very important thing to any 
man in business and therefore I do not think it is a trivial mat- 
ter. 

I think if the plaintiff did their full duty to the public they 
would have a label which should state, “Made for the Regal 
Shoe Company,” when the shoes sold are made for them and 
not by themselves, thus designating the difference between shoes 
made by themselves and shoes made for them under their speci- 
fications, but not in their factory. To some minds that might 
be thought to be a difference without a distinction. In my 
opinion it is not. I do not think there was any fraud intended 
by the plaintiff in putting on the shoes the label, “Regal Shoe 
Company, Makers,” in place of “Made for the Regal Shoe Com- 
pany,” I do not think the difference between the two was one 
which occurred to the plaintiff, and since they were made under 
their specifications and subject to their inspection I think that 
they acted in good faith. I do not think in that respect they 
committed a fraud which should deprive them of relief in 
equity. I do not think it is a proper label to put on. But in my 
opinion that does not affect this case. In my opinion the plaintiff 
is entitled to relief. 

Upon the amendment of the bill the plaintiff is entitled to 
an injunction in accordance with the first prayer of the bill. 
That prayer is not in proper form, but it is entitled to an in- 
junction substantially in that form to restrain defendant from 
selling as and for the goods of the plaintiff any of the fifty-eight 
pairs of shoes which he bought of Robbins. 


MICHIGAN SUPREME COURT 
Smitn v. Liprary TEA Co. 
(144 Northwestern Rep., 489.) 
December 20, 1913. 
Unrarr CompPeTition—NAMF IN Common UsF 


The term “Yellow Special” in connection with the sale of oleo- 
margarine having b°en used by several deal r= in the same city fo- 
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years prior to complainant’s use thereof, the latter can not by two 
years’ use acquire the right to prevent another from using the name 
in the sale of his own goods. 
Appeal from decree of circuit court, county of Wayne, in 
favor of complainant. Reversed. 
Argued before Steere, C. J., and Moore, McA tvay, 
3ROOKE, KUHN, STONE, OSTRANDER, and Birp, JJ. 


Williams C. Harris (L. J. Whittemore, of counsel), for 
complainant. 
Rowland M. Connor, for defendant. 


McAtvay, J.—Complainant, who has been engaged in the 
wholesale and retail grocery business in the city of Detroit for 
many years, and, among other things, selling and keeping for 
sale oleomargarine, or butterine, filed his bill of complaint in 
the circuit court for the county of Wayne, in chancery, against 
defendant, Library Tea Company, a corporation, engaged, among 
other things, in the business of selling oleomargarine. Com- 
plainant alleges that in April, 1909, to designate a certain brand 
of butterine he adopted the trade-name “yellow special,’ and 
extensively advertised continuously in the newspapers, and also 
in and about his store placed placards, upon which was printed 
the words “yellow special butterine,”’ and that the same was 
printed on boxes in which the manufacturer shipped the goods to 
him; that this particular brand of butterine was made for him 
under contract by Armour & Co. and was of prime quality. He 
alleges that sales increased from a small amount to 200,000 
pounds annually in the year tg11. He alleges that the public 
dealing with him called for this “yellow special” brand; that on 
January 23, 1911, under the laws of this state he filed with the 
secretary of state “yellow special” as his trade-mark to be ap- 
plied to butterine. Complainant alleges that in December, 1910, 
he learned that defendant, which did business within a block or 
two of his place and on the same street, was advertising oleo- 
margarine under the name “yellow special” in the same news- 
papers, and near complainant’s advertisements, and selling a 
spurious and inferior article under that name, fraudulently 
palming the same off ae nd for the product of complainant. 





SMITH V. LIBRARY TEA CO. 


He at once notified defendant to refrain from using the name 
“yellow special,”’, which he refused to do, and complainant forth- 
with filed his bill of complaint in this cause, January 31, 1911, 
against defendant to restrain him from using the name “yellow 
special” in advertising his oleomargarine, claiming it as a trade- 
name, and secured a temporary injunction for that purpose. 
Defendant answered the bill of complaint, denying each and 
every allegation therein, paragraph by paragraph, and denying 
all right or equity in the complainant for any relief prayed 
therein, alleging that for years the term “yellow special” had 
been used in connection with this article of commerce, and was 
well known; that it had been used by dealers for years, par- 
ticularly in the city of Detroit, and also alleged that complain- 
ant fraudulently claimed a trade-mark in the name “yellow 
special,” whereby defendant was damaged and asked for af- 
firmative relief that complainant be enjoined from using such 
name as a trade-mark. Upon issue joined the cause was heard 
upon proofs taken in open court, which resulted in a decree in 
favor of complainant, and a permanent injunction against de- 
fendant in accordance with the prayer of the bill of complaint. 
An appeal has been taken to this court on the part of defendant, 
asking that such decree be reversed and set aside. 

Upon the hearing of the case, complainant abandoned any 
and all claim by reason of a trade-mark, as appears by his state- 
ment in the record, and as also appears in the opinion of the 
court, as follows: “Counsel for complainant rests his case, not 
on the trade-mark law, but on the ground of unfair trade.” It 
follows that the issue is narrowed to the one question as to 
whether, under the facts shown by this record, defendant in 
the use of the name “yellow special” in advertising oleomarga- 
rine for sale was guilty of unfair trade. The record shows that 
the bill was planted upon the theory that complainant was the 
owner of the words “yellow special” as his lawful trade-mark 
and his exclusive property, which without lawful right defendant 
was using to his injury. During the trial he admitted that he 
had no lawful trade-mark, but insisted that this was a trade- 
name which he had appropriated and used for the term of 
about two years, having spent a large amount of money in ad- 
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vertising such trade-name, and that defendant’s use of the words 
“yellow special” was unfair trade and to his damage. The 
record shows that he had used these words for a term of two 
years, during 1909 and 1910. It appears from the proof that 
the president and general manager of defendant company in 
1g03 and 1904 had sold “yellow special” butterine; that other 
dealers in Detroit had advertised and sold such goods under 
{!.e same name in 1906; that one dealer in Detroit had advertised 
and sold “yellow special” oleomargarine for twelve years. The 
court in his opinion found, as follows: “There is no showing 
that defendant ever tried to palm off his oleomargarine as the 
same product sold by complainant, or that the public in asking 
for this product thought it was procuring the same goods of- 
fered by complainant, or that defendant’s clerks attempted to de- 
ceive the public.” Further: “In the case under consideration 
the defendant made it appear not long before complainant used 
this name others had used it.. This, with the short period of 
time complainant has used it, seems to take the case out of the 
decisions to which I have referred.” These findings by the court 
are supported by the uncontradicted evidence, and dispose of 
complainant’s contention that by long term of years he had be- 
come entitled to the use of “yellow special” as a trade-name. The 
court, in his opinion, held: “There is, however, a property value 
in advertising. Complainant, with the use of this term, was in 
the field before the defendant. He had spent money and given 
time and thought to make it valuable’—and upon that ground 
granted complainant relief. 

The supreme court of the United States in a leading case, 
in an opinion written by Mr. Chief Justice Fuller, has said: “The 
essence of the wrong in.unfair competition consists in the sale 
of the goods of one manufacturer or vendor for those of another, 
and if defendant so conducts its business as not to palm off its 
goods as those of complainant, the action fails.” Howe Scale 
Company v. Wyckoff, Seamans & Benedict, 198 U. S., 118, 25 
Sup. Ct., 659, 49 L. Ed., 972. 

The record in the instant case shows that defendant did not 
sell defendant’s goods as those of complainant, and did not 
conduct its business so as to represent its goods as those of com- 
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plainant. It also shows that complainant by the use of the well- 
known, familiar-and commonly used words “yellow special,” as 
applied to this class of goods, had acquired no right to claim that 
the use by defendant as proved constituted unfair competition. 


The decree of the circuit court is reversed, and the decree 


will be entered in this court dismissing his bill of complaint, with 
costs of both courts in favor of defendant. 


— 


WISCONSIN SUPREME COURT 
Horiick’s MALtTEp Mik Co. v. A. Sprecer Co., et al. 
(144 Northwestern Rep., 272.) 
December 9, 1913. 
UnrFair COMPETITION—DEFENSE—CLEAN HANDs. 


In an action to restrain the substitution of another’s for the 
plaintiff's goods, the latter must come into court with clean hands. 


. DISCLOSURE OF EvipENCE—REpPoRTS OF AGENTS. 


In such an action, the reports of plaintiff's agents, in reliance upon 
which the action was brought are relevant, and the plaintiff may be 
compelled to disclose them on examination before trial. 


. DiscLosuRE OF EvipENCE—MEANS OF SUBSTITUTION. 


In such an action, the plaintiff may on examination before trial 
be compelled to answer inquiries as to the style and shape of the 
receptacles alleged to have been used in the substitution, the dates of 
the acts complained of and the name of the defendant’s officer who 
threatened to continue the substitution. 


. DisctosurE oF EvipENCE—FORMULA OF PLAINTIFF’S ARTICLE. 


In an action for substitution of another article for plaintiff’s malted 
mik, the formula of plaintiff's milk is material because it is relevant to 
inquire whether the plaintiff’s preparation is what it purports to be. 


. DiscLosuRE oF EvipENCE—PRODUCTION OF EXHIBITS. 


The plaintiff in such an action may be compelled to produce, on 
an examination before trial, the receptacles by means of which the 
substitution was made and the contents thereof. 


Cross appeals from an order of the circuit court, county of 


Milwaukee, requiring the plaintiff to make discovery. 


Affirmed on plaintiff's appeal. Defendants’ appeal dis- 


missed. 


by service of summons and complaint. 


Lines, Spooner, Ellis & Quarles, for plaintiff. 
Glicksman, Gold & Corrigan, for defendants. 


The plaintiff commenced an action against the defendants 
The complaint alleges 
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that the plaintiff and defendants are Wisconsin corporations, 
and further alleges: 

(3) On information and belief: That defendant Adolph 
Spiegel is and at all the times hereinafter mentioned has been 
the president of defendant A. Spiegel Company, and in active 
charge and direction of its business, and that he ordered, directed, 
assisted, confederated, and connived in, and about, and at the 
acts hereinafter set forth on the part of the defendant A. Spiegel 
Company, and was an active participant therein. 

“(4) On information and belief: That defendant Robert 
Kiefer is and at all times hereinafter mentioned has been an 
employe of defendant A. Spiegel Company, to wit, the manager 
of the Grand Avenue store thereof. That, by and with the ad- 
vice and at the direction and suggestion of defendant Adolph 
Spiegel, said defendant ordered, directed, assisted, confederated, 
and connived in, and about, and at the acts hereinafter set forth 
on the part of the defendant A. Spiegel Company, and was an 
active participant therein. 

“(5) That for upwards of ten years last past plaintiff has 
manufactured in its factory located near the city of Racine, Wis- 
consin, and sold throughout the city of Milwaukee, in the state 
of Wisconsin, a food product under the name of Horlick’s 
Malted Milk, and has continuously sold said product under the 
name of Horlick’s Malted Milk, and has labeled each package 
containing said product with said name, and said product has 
come to be widely known throughout the said city of Milwaukee 
by both dealers and retailers of such substances and by the con- 
sumers thereof as being the product of plaintiff’s factory. That 
plaintiff company is the only company manufacturing said prod- 
uct and selling the same under the name of Horlick’s Malted 
Milk in the state of Wisconsin or in the United States. 

“(6) Plaintiff further shows: That on the 8th day of 
December, 1903, it duly filed for record in the office of the sec- 
retary of the state of Wisconsin and with the register of deeds 
of the county of Racine, in said state, said county being the 
county in which plaintiff at said time had its principal place of 
business, a written statement adopting a label or trade-mark as 
follows, to wit: ‘Hortick’ ‘IN att Forms, Compsina- 
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TIONS, AND Corors.’ That said statement was duly veri- 
hed as required by law, and was duly published once a week for 
three successive weeks in a newspaper printed in the English 
language and of general circulation in said Racine county, and 
due proof of publication thereof as provided by law was filed 
in the office of said register of deeds of said county of Racine. 

“(7) Plaintiff further shows: That for more than ten 
years last past it has sold and marketed its said product under 
its said name in said city of Milwaukee by means of signs and 
dispensing jars, which have been given to druggists throughout 
the city of Milwaukee, state of Wisconsin, United States of 
America, and elsewhere, and which have been by them promi- 
nently displayed in their said drug stores, and particularly in con- 
nection with the operation of soda fountains, and which said 
signs and dispensing jars have borne prominent labels bearing 
the words ‘Horlick’s Malted Milk’ and the word ‘Horlick’s’; and 
that said words have become generally known to said druggists 
and their customers throughout said city of Milwaukee as re- 
ferring to and identifying plaintiff’s said product. That said dis- 
pensing jars are of a peculiar and distinctive shape and style and 
bore and bear prominent labels in blue containing the words 
‘Horlick’s Malted Milk,’ and have blown in the glass the word 
‘Horlick’s,’ and were and are by numbers of druggists in said 
city of Milwaukee prominently displayed upon soda fountains, 
and were and are used by them for serving plaintiff's malted 
milk at their said soda fountains. 

“(8) That for some time prior to the commencement of this 
action, the exact length of which plaintiff is unable to state, but 
alleges on information and belief that said time is at least two 
years, defendant A. Spiegel Company had been operating a drug 
store in said city of Milwaukee at the corner of Grand avenue 
and West. Water street, and has been operating a branch store 
in said city at No. 414 National avenue. That at each of said 
places it had and has a soda fountain, and has and had promi- 
nently displayed therein dispensing jars and signs furnished by 
plaintiff, and bearing the label ‘Horlick’s Malted Milk,’ and has 
and had a flourishing trade in the sale of malted milk at its said 
soda fountain. 
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“(g) Plaintiff further shows on information and belief: 
That during said time last mentioned said defendant A. Spiegel 
Company, notwithstanding plaintiff’s rights in the premises, and 
well knowning the same, has filled said dispensing jars, and 
prominently displayed the same, and offered and exposed for 
sale in said jars a product or products other than the said 
product of plaintiff. That plaintiff is infoimed and believes that 
said products so offered and exposed for sale are and were the 
products of competing manufacturers, to wit, Borden’s Malted 
Milk, a product manufactured by Borden’s Condensed Milk Com- 
pany, a New Jersey corporation and Thompson’s Hemo Malted 
Milk, a product manufactured by Thompson’s Malted Food Come 
pany, a Wisconsin corporation, and that said products and each 
of them were and are sold by said defendants, its agents, servants, 
and employes, placing said product and each of them in said 
dispensing jars labeled ‘Horlick’s Malted Milk,’ and selling the 
said products therefrom as and for the product of the plaintiff 
company. That said acts and each of them constitute a deception 
upon the customers and upon the public and a fraud upon the 
rights of the plaintiff company, and constitute a violation of its 
trade-name hereinbefore set forth. 

“(1o) Plaintiff further alleges on information and belief: 
That defendant A. Spiegel Company has derived large profits 
through the sale by it in the said city of Milwaukee of a product 
or products other than plaintiff’s said product and for plaintiff’s 
said product under its said name, but that it can not with cer- 
tainty state the amount. 

“(t1) On information and belief plaintiff further shows: 
That said defendant A. Spiegel Company has threatened, and 
given out, and stated that it will continue so to sell products 
other than plaintiff’s product as and for plaintiff’s said product 
under its said name.” 

The prayer is that defendants, their officers and agents, be 
restrained from placing, selling, offering, or exposing for sale 
any product other than plaintiff's said product in any dispensing 
jar labeled “Horlick’s Malted Milk,” or from selling, offering, or 
exposing for sale any product other than plaintiff’s said 
product as and for plaintiff’s said product, and that the defend- 
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ants account for and pay over to the plaintiff all profits realized 
by them or any of them upon sales of said products other than 
plaintiff's said product sold by them as and for plaintiff’s said 
product under its name in said city of Milwaukee. 

The complaint was verified upon information and belief by 
A. J. Horlick, vice-president of plaintiff, and said Horlick was 
examined, under section 4096, Stats., before a court commissioner 
of Milwaukee court after service of the complaint and before 
answer. The commissioner ordered the witness to answer sev- 
eral questions, and upon refusal ordered him committed for con- 
tempt. On review in the circuit court the court ordered several 
of the questions answered, and held that others need not be an- 
swered, and made an order punishing the witness for contempt 
for refusal to answer the questions ordered answered. Both 
parties appealed from the order. 

KERWIN, J. (after stating the facts as above).—On the 
plaintiff's appeal it is contended that the court below was in 
error in ordering the witness to answer certain questions, and 
in ordering him committed for contempt in refusing to do so. 
As appears from the complaint, the action was brought for what 
is known as unfair trade; the plaintiff claiming in its complaint 
that the defendant was selling products, not the product of the 
plaintiff, as and for the plaintiff’s product. The first group of 
questions under consideration are those relating to reports of 
sales. The plaintiff claimed the defendants made sales of prod- 
ucts other than plaintiff’s, and represented them to be the plain- 
tiff’s product. These questions are numbered in plaintiff’s brief 
and the printed case as follows: 378, 381, 382, 384, 385, 386, 
387. 389, 395. 396, 397, 405, 406, 413, 415, 416, 424, 456, 457, 460, 
482, 483, 507, 511, 512, and 517. 

It developed during the examination that the plaintiff ob- 
tained its alleged information upon which it made and verified 
its complaint from reports made through its employes; that one 
Sugden, an employe of plaintiff, employed one Bates to go to de- 
fendant’s store, and procure a bottle and contents represented to 
contain plaintiff's product. Counsel for defendants then sought 
to obtain the reports upon which the complaint was made and 


verified: by a series of questions, hereinbefore set forth. Ques- 
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tion No. 378 was as follows: “Q 378. Did you have any written 
reports from Bates and Sudgen (Sugden) or any other source 
as to the claimed substitution by the defendant Spiegel Company 
of some other malted milk for Horlick’s Malted Milk at their 
soda fountains?” Other questions pursued the same line of in- 
quiry. 

The contention of plaintiff under this head is that the ruling 
of the court below requiring these questions to be answered was 
erroneous for the following reasons: “(a) The reports were not 
in themselves evidence nor relevant. (b) Reports of an agent 
to his principal are not admissions. (c) The reports were 
privileged. (d) Their production would constitute an unreason- 
able search and seizure. (e) The witness can not be interrogated 
as to matters not within his knowledge.” 

Subdivision 5 of section 4096, Stats., among other things, 
provides: “But should the defendant desire an examination 
of the plaintiff, his or its agent, employe, or officer, before issue 
joined, said defendant shall be entitled to examine said plaintiff, 
agent, employe, or officer, on all points set out in the complaint, 
as though the same had been put in issue; but such examination 
shall not preclude the right to another examination after issue 
joined upon all the issues in the cause. * * *” 

This court has held that an examination under section 4096 
is in the nature of a cross-examination. The statute has been 
given a liberal construction by this court. From time to time 
the legislature has amended it so as to accomplish full disclosure 
under it. 

The statute in its present form provides for examination 
before issue joined or any pleading served, for examination after 
complaint is served, and also for examination after issue joined. 

In the instant case the examination was had after service 
of the complaint ; hence the defendants were entitled “to examine 
said plaintiff, agent, employe, or officer, on all points set out in 
the complaint, as though the same had been put in issue.” The 
statute also provides that the examination under section 4096 
shall be subject to the same rules as that of any other witness, 
but that the witness shall not be compelled to disclose anything 
not relevant to the controversy. In the case at bar the examina- 
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tion was had under stipulation dispensing with notice and aff- 
davit required by the statute in examinations before issue joined. 
It is therefore contended by counsel for plaintiff that the com- 
plaint stands alone as the basis of the examination, which must 
be confined to the points set out in it. Conceding this to be true 
for the purpose of this case, we still think that under the statute 
and the decisions of this court the examination is in the nature 
of a cross-examination. Cleveland, et al. etc. v. Burnham, 60 Wis., 
21,17 N. W., 126, 18 N. W., Igo. 

The examination of the witness in the instant case was sub- 
ject to the same rules as any other witness; the only restriction 
being that he could not be compelled to disclose anything not 
relevant to the controversy. Kelly v. Chicago & N. W. Ry. Co., 
60 Wis., 480, 19 N. W., 521; Richards v. Allis, et al., 82 Wis., 
514, 52 N. W., 593. 

The statute also provides: “The attendance of the party 
to be examined, and the production of all papers, books, files, 
records, things, and matters in the possession of such party, his 
or its assignors, officers, agents, or employes, relevant to the 
controversy, may be compelled upon subpoena and the payment 
or tender of his fees as a witness.” Section 4097, Stat., provides 
for punishment for contempt in case of neglect or refusal to 
testify or to have on the examination any papers, books, files, 
records, things, or matters in his possession relevant to the 
controversy. The theory of the statute is to afford full discovery 
of all matters relevant to the controversy. Schmidt v. Menasha 
W.W. Co., 92 Wis., 529, 66 N. W., 695; Hughes v. Chicago, St. 
P:, M. & O. R. Co., 122 Wis., 259, 99 N. W., 897. 

The examination is very largely in the discretion of the trial 
court, and the order of the court in proceedings under the statute 
can only be disturbed for clear abuse of such discretion. Ameri- 
can F. P. Co. v. American M. Co., 151 Wis., 385, 138 N. W., 1123. 

Proceeding to the specific objections of counsel for plaintiff 
under this head, we shall consider them in the order stated. 

(a) It is first insisted that the reports were not in them- 
selves evidence nor relevant. In considering this objection, it 
will be well to keep in mind the nature of the action. It may 
be regarded as an action based upon unfair trade. In all such 
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actions brought in equity to restrain others from selling an article 
alleged to be an invasion of the plaintiff’s rights, the plaintiff 
must come into court with clean hands. Lemke v. Dietz, 121 
Wis., 102, 98 N. W., 936; U. S. Tobacco Co. v. McGreenery, et 
al. (C. C.), 144 Fed., 531; Capewell H. N. Co. v. Putnam N. Co. 
(C. C.), 140 Fed., 670. 

The plaintiff must be able to maintain that the claim set 
up in its complaint was founded in truth, and its commodity what 
it purported to be, and that it was not itself deceiving the public. 
The question, also, whether the sales which plaintiff claims the 
defendants made were deceptive sales was relevant, and this, of 
course, makes relevant the question of how the sales were made, 
and whether there was in fact deception, how and to whom the 
sales were made, what the purchaser asked for, and what he was 
given. 


The averment in the complaint that the sales were deceptive 
is upon information and belief, and this averment is based upon 
reports. The reports are therefore relevant, because they may 


show that the sales were not in fact deceptive, or that they were 
deceptive. There are, perhaps, other reasons why the reports 
were relevant; but the foregoing are sufficient for the present. 
It is therefore clear that the reports were relevant to the inquiry. 
While they might not be competent to establish the truth of the 
facts therein stated, they were facts tending to show the basis 
‘of the plaintiff’s claim as set up in its complaint, and the 
‘ground of plaintiff’s belief as to whether it had a cause of action 
“or mot. The cases cited by plaintiff under this head do not 
reach the question here. La Abra S. M. Co. v. United States, 
175 U. S., 423, 20 Sup. Ct., 168, 44 L. Ed., 223, holds that the 
admissions of. agents do not always bind the principal. This is 
good law, but does not apply here. The question here is, were 
such reports made, what were they, and did they form a basis 
for the action? Other cases are cited to the effect that reports 
or statements made under certain circumstances do not bind 
the principal, and are not admissions. It developed on the ex- 
amination in the case at bar that the complaint was made, veri- 
fied, and the action begun on the strength of the reports which 
were sought to be obtained on the examination. 
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(b) The point made by counsel for plaintiff under this 
head, to the effect that reports of an agent to his principal are 
not admissions, is sufficiently answered by what has been here- 
tofore said. 

(c) It is urged under this head that the reports were privi- 
leged. This contention is based upon the ground that the reports 
called for were made by employes either to plaintiff's attorneys 
or to the witness as a corporate officer for the purpose of enabl- 
ing plaintiff to prosecute this action; hence the reports are within 
the privilege of attorney and client. But the court, in ordering 
the witness to answer, limited its order as follows: ‘“Except- 
ing that said A. J. Horlick need not, in answer to any of said 
interrogatories, testify to any conversations or reports of plain- 
tiff’s officers or reports by plaintiff’s attorneys with or to plain- 
tiff or its agents.” Counsel for plaintiff insists that the court 
construed the privilege too narrowly, and that the privilege 
should extend to all reports from employes and agents which 
were made to a superior officer for the purpose of enabling the 
corporation to bring and prosecute this action or which were 
used therefor. 

Our statute (section 4076) defines the privilege existing 
between attorney and client thus: “An attorney or counselor at 
law shall not be allowed to disclose a communication made by 
his client to him or his advice given thereon in the course of his 
professional employment.” This statute had been construed by 
this court. Koeber v. Somers, 108 Wis., 497, 84 N. W., 991, 52 
L. R. A., 512; Herman v. Schlesinger, 114 Wis., 382, 90 N. W.. 
460, 91 Am. St. Rep., 922. 

Dudley v. Beck. et al., 3 Wis., 274, is relied upon by plain- 
tiff. An examination of this case will show that it does not ex- 
tend the privilege beyond the terms of the present statute. In 
that case the question of usury was the issue, and the relation of 
attorney and client existed in respect to the controversy. The 
examination was upon commission under the old practice to 
take testimony out of the state. The lower court held the com- 
munications privileged, and this court reversed it, holding they 
were not. But the whole question has been gone over by this 
court in later cases, notably Koeber v. Somers, supra, and Her- 
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man v. Schlesinger, supra, and the privilege confined strictly 
within the limits of the statute. The case of Dudley v. Beck, et 
al., supra, is discussed in Koeber v. Somers, supra. Many de- 
cisions are cited from other jurisdictions by counsel for plain- 
tiff, all of which have been examined. Many of them are not in 
point, and others distinguishable from the case at bar. We shall 
not prolong this opinion by a discussion of them, because we 
think the case here is ruled by our statute and the decisions of 
this court. The restriction of the examination by the court be- 
low was as broad as the privilege guaranteed by the statute. 


(d) It is contended under this head that the production of 
the reports would constitute an unreasonable search and seizure, 
because it would allow defendants to uncover the business trans- 
actions of plaintiff including its trade secrets. Whether the de- 
fendants were entitled to the trade secrets of plaintiff respecting 
the matter in controversy we need not decide, because we think 
the order of the court below does not go to the extent of re- 
quiring their production, as appears from the questions falling 
under this head, namely, Nos. 387, 405, 406, 413, 415, 424, 378, 
381, 397, 424, 416, 374, 378, 384, 385, 386, and 446. Of these 
questions No. 381 is a fair example. “Q 381. If you have any 
reports upon which you base you belief as to the truthfulness 
of that allegation, will you please tell me by whom such reports 
were made, whether in writing or by parol?” «his question was 
objected to on several grounds, and, among others, that an order 
compelling an answer would constitute an unreasonable search 
and seizure under section 11 and 22 of article 1, state constitu- 
tion, and the fourth amendment to the constitution of the United 
States, and section 1 of the fourteenth amendment of the fed- 
eral constitution. On this point counsel relies on Hale v. Henkel, 
201 U. S., 43, 26 Sup. Ct., 370, 50 L. Ed., 652. That case is 
clearly distinguishable from the instant case. There it was held 
that an order for books and papers may be so drastic and un- 
reasonable as to violate the constitutional provisions. Referring 
to the order, the court said: “It does not require the production 
of a single contract, or of contracts with a particular corpora- 
tion, or a limited number of documents, but all understandings, 
contracts, or correspondence between the MacAndrews & Forbes 
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Company, and no less than six different companies, as well as 
all reports made and accounts rendered by such companies from 
the date of the organization of the MacAndrews & Forbes Com- 
pany, as well as all letters received by that company since its 
organization from more than a dozen different companies, situ- 
ated in seven different states in the Union.” 

The opinion further refers to the fact that the order was 
so sweeping if executed as to put a stop to the business of the 
company, and therefore was unreasonable. No such objection 
can be made to the order here. The evidence sought to be ob- 
tained in the instant case was relevant on the matters put in issue 
by the plaintiff's complaint, and the order imposed no unreason- 
ble burden upon the plaintiff. If the examination under the 
statute should be limited as insisted by counsel for plaintiff, the 
beneficent purpose of the statute so often referred to by this 
court would be greatly impaired. Boyd v. United States, 116 U. 
S., 616, 6 Sup. Ct., 524, 29 L. Ed., 746, is also cited by counsel 
for plaintiff ; but it will be seen that that case is not in point here. 
In that case it was held that the seizure or compulsory produc- 
tion of a man’s private papers to be used in evidence against him 
in a prosecution for a crime, penalty, or forfeiture is unconstitu- 
tional. 

(e) Respecting the point that a witness can not be com- 
pelled to answer as to matters not within his knowledge, an ex- 
amination of the record convinces us that no such order was 
made. The evidence developed upon the examination shows that 
the witness was only ordered to testify or produce where he had 
knowledge of the facts, or could produce the things. 

Question No. 400, asking for shape and style of dispensing 
jars from which the substitution was alleged to have been made, 
and which for a time were in possession of the defendants, and 
question No. 416, asking for dates on which the substituted 
product was offered for sale, and question No. 511, asking for 
name of employe or officer of the defendant company who, it is 
claimed, threatened to continue the substitution, were objected to 
as calling for evidence within the knowledge of the defendants, 
and not within the personal knowledge of the witness, on the 
ground that the purpose of the statute is to give the party seek- 
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ing the examination discovery of the facts not within his knowl- 
edge. 

Counsel, on this point, relies on Badger B. M. Co. v. Daly, 
et al., 137 Wis., 601, 119 N. W., 328; Ellinger v. Equitable L. A. 
Society, 138 Wis., 690, 120 N. W., 235. We can not see that 
these cases are in point here. In Badger B. M. Co. v. Daly, et al., 
supra, the appeal was from an order limiting the examination 
asked by defendants, and it was held that the order was proper 
under the discretionary power of the court, and that no further 
examination than as provided by the order was necessary, and 
that matters on which examination was asked and not allowed 
by the order were obviously within the knowledge of the de- 
fendants. In the Ellinger case it was held that the affidavit of 
a party for examination under 4096 is not conclusive upon the 
trial court as to matters necessary to enable him to plead, and 
such court may, in its discretion, limit the subjects to which the 
examination shall extend, or may forbid the examination en- 
tirely, and its discretion will not be disturbed, unless there be 
abuse of discretion. It is by no means clear from what developed 
upon the examination that the evidence sought was obviously 
in the possession of the defendant, and the court below was in a 
better position to pass upon that question than this court. It 
can not be said in the instant case that there was an abuse of 
discretion. 

Questions Nos. 363 and 364 ask for ingredients of an 
abandoned product of plaintiff, and for the ingredients of ‘“Hor- 
lick’s Malted Milk,” its present product. The ingredients of the 
plaintiff's product involved a vital issue in the case, because it 
was necessary to determine whether the plaintiff’s product was 
what it was represented to be; therefore the evidence as to what 
the ingredients are was relevant to the issue. 


Questions Nos. 374 and 446 ask that the witness produce 
certain bottles and contents which were in defendants’ store, and 
from which the substitution was made. Testimony of the wit- 
ness showed that two dispensing jars labeled “Horlick’s Malted 
Milk” from which the substituted product was alleged to have 
been sold by defendants were given to the agent of the plaintiff 
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by the defendants’ employes, and the production of these bottles 
and contents was requested by the questions under discussion. 

The claim of the plaintiff is that these questions were im- 
proper, for the reason that a party to a civil action is not entitled 
to an order for inspection of real or personal property in the 
possession of the opposing party in the absence of statute, and 
that section 4096, which provides for the production of “all 
papers, books, files, records, things and matters * * * may 
be compelled upon subpoena * * *” does not include physical 
objects. We think the construction of counsel is too narrow. 
The jars and contents under the issues raised by the complaint 
were, doubtless, among the most important matters in the case. 
The fact that they were physical objects did not exclude them 
from the terms of the statute. “Books, files and records” are 
in a sense physical things, at least to the extent of the material 
of which they are composed, although they contain written in- 
formation. The board or shingle on which the scaler of logs or 
lumber keeps his account is a physical thing, yet it would not be 
contended that, if it contained evidence relevant to the case, pro- 
duction of it could not be compelled under this statute. The pur- 
pose of the statute is to get inspection of the evidence contained 
in the books, files, records, and things. If the things, namely, the 
jars and contents, were relevant to the controversy, they come 
within the terms of the statute. 

Under this head we are cited by counsel for plaintiff to 
Carpenter v. Winn, 221 U. S., 533, 31 Sup. Ct., 683, 55 L. Ed., 
842. The question in that case turned on the construction of 
section 724 (U. S. Comp. St., 1901, p. 583), being the fifteenth 
section of the judiciary act as to whether this act, which pro- 
vided for production “in the trial,” was broad enough to require 
production before trial. The court holding that the provision 
was a substitute for the bill of discovery, it could be invoked 
only when the document sought “contained evidence pertinent 


to the issue,” and “in cases and under circumstances when they 


might be compelled to produce the same by the ordinary rules 
of proceeding in chancery.” We are not limited, however, under 
our statute, which is a substitute for the bill of discovery, to 
the rules in chancery under the bill of discovery. Discovery was 
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‘ 


not a matter of strict right in equity under the bill of discovery. 
Discovery under section 4096 is broader than in equity. Kelly 
v. Chicago & N. W. Ry. Co., 60 Wis., 480, 19 N. W., 521; 
Schmidt v. Menasha W. IW. Co., 92 Wis., 529, 66 N. W., 695; 
Hughes v. Chicago, St. P., M. & O. Ry. Co., 122 Wis., 259, 99 
N. W., 897. 

In Meier v. Paulus, 70 Wis., 165, 170, 35 N. W., 301, 303, 
this court said: “The very object of the old bill of discovery 
was to procure evidence against the opposite party to be used on 
the trial of an action. * * * The statute undoubtedly goes 
further than the bill of discovery, and not only allows an exami- 
nation of the party as to those matters which the party seeking 
the examination*can not prove by other witnesses or testimony, 
but it allows an examination as to all the material issues in the 
action.” 

It is further insisted that a group of questions asking for 
names and addresses of witnesses were improper. For example, 
question No. 405 reads: “QO. You say you had some reports 
concerning the facts alleged to which I have called your atten- 
tion. Who were these reports from?” “Q No. 371. Where 
can Mr. Jack Bates, one of your employes whom you got to 
call on Mr. Spiegel, be addressed so that he can be reached ?” 
“© 444. What is the chemist’s name?” There was no abuse of 
discretion in ordering these questions answered under the au- 
thorities hereinbefore cited. Counsel cites, on this point, Collins 
v. Chicago & N. W. Ry. Co., 150 Wis., 305, 136 N. W., 628. 
In that case it was held on trial of the case not error to exclude 
a question on cross-examination of plaintiff as to whether he had 
subpoenaed a certain named witness, and as to whether he knew 
that such person would be a witness. The case has no bearing 
here. Wabash & W.R. Co. v. Morgan, 132 Ind., 430, 31 N. E., 
661, 32 N. E., 85, is cited as being directly in point. The case 

is :CPiwW. at in point; but we think it distinguishable, and, 
if not distineuishable, we can not follow it under the liberal con- 
struction given our statute. But in the Indiana case the decision 
turned on the point that the questions were useless for any pur- 
pose. The form of the question was, “Who told you so?” 132 
Ind., 436, 31 N. E., 661, 32 N. E., 85. The court held that the 
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statute required the witness to testify to matters within his 
knowledge, and that the question asked did not concern any 
matter stated in the pleadings. Spinney v. Boston E. Ry. Co., 
188 Mass., 30, 73 N. E., 1021, is also cited. But that case turned 
upon a statute providing that “the party interrogated shall not 
be obliged * * * to disciose the names of the witnesses by 
whom, or the manner in which, he proposes to prove his own 
case.” So the case has no bearing here. 

Without further extending this opinion, it is sufficient to 
say that we are convinced that there was no abuse of discretion 
in ordering the several questions answered; therefore the part 
of the order appealed from by the plaintiff must be affirmed. 

We are of opinion that the defendants’ appeal must be dis- 
missed, for the reason that the part of the order appealed from 
by defendants is not appealable. Section 3069, Stats. 

That part of the order appealed from by the plaintiff is 
affirmed. The defendants’ appeal is dismissed. 

SIEBECKER, ]., took no part. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


Barrett v. THe Irisu INpUsTRIAL DEVELOPMENT ASSOCIATION. 
(197 O. G., 1294.) 
December 1, 1913. 


Opposition—“IrR1isH TRADE-MARK.” 

At the time applicant claims to have adopted his mark, the mark 
used by The Irish Industrial Development Association was known in 
this country as indicating goods made in Ireland and the adoption by 
Barrett of substantially the same mark was for the purpose of de- 
ception. An opposition to the registration was properly sustained. 

For decision of the commissioner of patents, see Reporter, 
Vol. 3, p. 96 (186 O. G., 797). 


Mr. D. A. Gourick, for the appellant. 
Mr. W. M. Stockbridge, for the appellee. 


SHEPARD, C. J.—Barrett’s original application for registra- 
tion of a trade-mark was accompanied with a label. The figure 
represented thereon is an ancient Gaelic symbol showing an outer 





‘ 
t 
L 
: 
4 
g 


EIN eg Le MME RT 


32 TILE TRADE-MARK REPORTER 


and an inner circle surrounding a scrollwork design. Between 
the outer and inner circles is a space containing certain Gaelic 
characters which, translated into English, read “Made in Ire- 
land.” Upon objection of the examiner of trade-marks, the 
Gaelic characters were abandoned by amendment. 

The application having been passed for publication, an op- 
position was filed by the Irish Industrial Association of Cork, 
Ireland. One of the objects of the association is to develop 
trade in Irish-made goods. Having registered its trade-mark, 
which is identical with the first trade-mark claimed by Barrett, 
in Great Britain, its licensees are permitted to affix the mark 
to goods of various kinds, including clothing materials, clothing, 
shirts, collars, underwear, etc. Such articles, so marked, have 
been sold in the United States since 1908. It is claimed that 
the mark, amended by omitting the legend, “Made in Ireland,” 
is nevertheless so nearly alike opposer’s mark that confusion 
in trade will result. The purpose of the Irish trade-mark is 
chiefly to convey the information to the public that the goods 
are of Irish manufacture, and it is shown that it is so under- 
stood, widely, in the United States. The commissioner sustained 
the opposition. His conclusions are: that the marks so closely 
resemble each other as to be likely to cause confusion in trade; 
that the opposer was entitled to use the mark and had used it on 
goods of a similar description sold in the United States prior to 
Barrett’s use; and that Barrett had used, and intended to use the 
mark on goods manufactured in the United States for the pur- 
pose of deceiving the public. 

The decisions below discuss each proposition fully, and it 
is only necessary to state our own conclusions briefly. We agree 
with the commissioner that the resemblance of the two marks 
is so close that their use by different persons would be likely to 
cause confusion and deceive purchasers. Passing by the ques- 
tion whether the opposer, as licensor of the use of the trade- 
mark, has a right to its use by its licensees that sustains a claim 
of damages that may accrue to it from its use by Barrett, we 
agree with the commissioner that Barrett’s adoption of the mark 
as a trade-mark for his goods was for the purpose of deception. 
The evidence shows beyond question that he knew that the mark 
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was a token that the goods upon which it is displayed are manu- 
factured in Ireland. He was not engaged in business as an im- 
porter of Irish goods; nor was he engaged in manufacturing 
articles of wear from Irish-made goods. He had a small shoo 
in which he sold articles of wearing apparel of his 
own make. To permit him to register the mark would enable 
him to deceive purchasers, and confer a prima facie right that 
would be of great advantage in preventing the sale by others of 


imported Irish goods bearing the mark. Moreover, by compli- 


ance with the terms of section 27 of the trade-mark act he would 
be able to prevent the admission into the custom houses of the 
United States of imported Irish goods bearing the mark of the 
Irish Industrial Development Association signifying Irish manu- 
facture. 

Without regard to the rights of the opposer the commis- 
sioner was justified in refusing Barrett’s registration. The de- 
cision is affirmed; and it is ordered that this decision be certified 
to the commissioner of patents. 


JARCLAY AND BarcCLAY V. THE CARTER MEDICINE COMPANY. 
(198 O. G., 238.) 
December 1, 1913. 


Res ADJUDICATA. 

“There is a difference between the effect of a judgment as a bar 
or estoppel against the prosecution of a second action upon the same 
claim or demand and its effect as an estoppel in an action between the 
same parties upon a different claim or cause of action. In the latter 
case, the demand in the prior action operates as an estoppel only as 
to those matters in issue or points controverted, upon the determina- 
tion of which the finding or verdict was rendered.” 

2. OpposITION—JUDGMENT BY DrFAuLT—ReEs ADJUDICATA. 

Where, no testimony having been filed by an opposer, a judgment 
by default was entered reciting that “priority of adoption and use 
of the trade-mark in issue is awarded to” the applicant and after 
registration was refused and the application presented under the ten- 
year clause of the Trade-Mark Act a second opposition was filed by 
the same opposer, Held, that the question of the similarity of the 
marks was finally determined in the first proceeding and not open to 
readjustment in the second. 

“5:0r Not CLAIMED—IMMATERIAL IN DETERMINING SIMILARITY. 

Where an applicant for registration makes no mention of color, 
the fact that his label is of a different color from that of the op- 
poser is immaterial to the question of similarity. 
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Mr. Julian C. Dowell, for the appellant. 
Mr. A. P. Greeley, for the appellee. 


Ross, |—Appeal from a decision of the commissioner of 


patents sustaining the opposition of appellee to the registration 
of appellant’s trade-mark. 

The case has been here before (Carter Medicine Co. v. Bar- 
clay, 36 App. D. C., 123). In 1¢05 appellants filed application 
for the registration as a technical trade-mark of a rhombic figure 
with the words “Reuter’s Little Pills for the Liver” thereon and 
above certain Spanish words, and at the right matter of a de- 
scriptive nature. Appellee seasonably interposed notice of op- 
position based upon its alleged prior use of the trade-mark ‘“Car- 
ters’ Little Liver Pills” with certain accessories. The applicants 
thereupon filed a demurrer in which, among other things, it was 
alleged that the Gpposer’s mark showed on its face that it was 
so dissimilar and distinctive from the mark of applicants— 
that confusion or mistake or deception by use of applicants’ trade-mark 
would be impossible. 

The demurrer was overruled. Testimony was taken by both 
parties, but none was filed by the opposer, who did not appear 
at the final hearing. Thereupon judgment by default was entered 
against the opposer, the judgment reciting that— 
priority of adoption and use of the trade-mark in issue is awarded to 
Barclay & Barclay. 

This decision became final. Thereupon the primary ex- 
aminer, for reasons stated in his decision, declined to register 
applicants’ mark as a technical trade-mark, and this decision was 
sustained by the commissioner. An amended application was 
thereupon filed eliminating the descriptive features of the mark, 
averring exclusive use for ten years prior to the trade-mark act 
of 1905, and praying registration under the ten-year clause of 
that act. Thereupon the appellee herein again filed a notice of 
opposition and the patent office sustained applicants’ plea of res 
adjudicata. On appeal to this court the decision was reversed. 
When the case was again reached for hearing in the patent office 
the opposer contended that the question of similarity of the 
marks was settled in the original proceeding. It appearing that 
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opposer had used this mark during the ten-year period, the ex- 
aminer of interferences sustained the opposition and declined to 
register applicants’ mark. Upon appeal to the commissioner, it 
was ruled that the question of similarity of the marks had been 
adiudicated in the prior proceedings. The commissioner further 
stated, lowever, 


that if the question of similarity were found to be still open I should 
hold that the applicants’ mark in this case does so nearly resemble that 
of the opposer that confusion would be likely to result. * * * The 
opposer’s mark is so familiar as to scarcely need description. It consists 
of a square figure bearing the words “Carter’s Little Liver Pills,” a large 
L in the lower left-hand corner of the square serving as the initial 
letter of both the words “Little” and “Liver.” Around this square are 
arranged words in substantially the same way and of much the same 
import as the words surrounding the rhombic figure in the applicant’s 
mark. In view of the unlimited field open to these applicants in select- 
ing a trade-mark, it is remarkable that they should have hit upon an ar- 
rangement of words and figures so similar to that of the opposer, and it 
seems more than likely that confusion would result from the concurrent 
use of the two marks. 


We quite agree with appellants that there is a difference 
between the effect of a judgment as a bar or estoppel against the 
prosecution of a second action upon the same claim or demand 


and its effect as an estoppel in an action between the same par- 


ties upon a different claim or cause of action. In the latter case, 
the demand in the prior action operates as an estoppel only as to 
those matters in issue or points controverted, upon the determina- 
tion of which the finding or verdict was rendered. (Cromwell 
v. County of Sac, 94 U. S., 351.) The original proceeding be- 
fore the patent office involved substantially the same marks now 
before use. Indeed, the matter subsequently eliminated from 
the applicants’ mark tended rather to accentuate than diminish 
the similarity between the two. But the applicants were then 
asking registration as a technical trade-mark. Subsequently the 
application was amended and registration under the ten-year 
clause was prayed. It was therefore a different proceeding, but 
it involved the same marks. Obviously, if the question of simi- 
larity was finally determined in the first proceeding, it was not 
open to readjudication in the second. It will be noted that ap- 
plicants, in the original proceeding, filed a demurrer based in 
part upon the contention that the marks were dissimilar. This 
demurrer was overruled and, the opposer having defaulted, 
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judgment was rendered awarding priority of adoption and use 
“of the trade-mark in issue” to applicants. This decision be- 
came final. As pointed out in the prior decision of this court 
the question of similarity was necessarily in issue in the original 
proceeding, for, in the absence of similarity, the opposer was 
without standing and his petition would have been dismissed. 
Applicants were then quite willing to take a judgment of priority 
of adoption and use of “the trade mark in issue.’ The expression 
“the trade-mark in issue’”” was necessarily based upon a finding 
of similarity. Indeed, when the second opposition was filed 
applicants then filed a plea of res adjudicata and actually ob- 
tained a decision in their favor in that proceeding. Of course, 
this plea was based upon the theory that, the marks being similar, 
the finding of priority in the first proceeding was final. We 
ruled that an opposition might lie under the ten-year clause that 
would not lie under an application for registration as a technical 
trade-mark. ‘Thereafter, however, we do not think the ques- 
tion of similarity was open. The sole question then was whether 
applicants had been the exclusive users of the mark during the 
ten-year period and, as the evidence was overwhelming against 
them on that point, the decision of the commissioner was cor- 
rect. 


We fully agree with the commissioner, however, that both 


marks being applied to little liver-pills their concurrent use by 
the two parties— 


would be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers. (Act of Feb. 20, 1co5, 33 Stat., 724.) 
Applicants’ counsel have pointed out that the color of ap- 
plicants’ label is red, while the color of opposer’s label is yellow. 
3ut in the application for registration nothing is said about 
color. There is nothing in that application to prevent a closer 
simulation of the opposer’s mark and, of course, in this pro- 
ceeding we must look to the application and not to the mark as 
actually used. It might be very material in a suit for unfair 
competition whether applicants employed a label of a distinctive 
color, but it is not material when we are passing upon an ap- 
plication for registration in which no mention of color is made. 
Decision affirmed. 





IN RE FE. C. ATKINS & COMPANY 
In RE E. C. Atkins & Company. 
(198 O. G., 240.) 
December 1, 1913. 


TRADE-MARKS—SIMI'- 8 1 ‘StaR IN A CIRCLE” AND “Star HAVING 

A CIRCLE SUPERIMPOSED THEREON.” 

A mark consisting of a five-pointed star upon which is superim- 
posed a circle is properly refused registration, in view of the prior 
vezistration tor the same goods of the words “The Star” and of a 
mark consisting of a five-pointed star inclosed in a circle. 


Mr. A. M. Hood, for the appellant. 
Mr. lV. S. Ruckman, for the appellee. 


SHEPARD, C. J.—This is an appeal from a decision of the 
commissioner of patents denying the registration of a trade-mark 


for saws. The mark consists of a five-pointed star upon which 


is superimposed a circle. The sample drawing accompanying 
the application shows the printed words “Lone Star” within 
the circle. Several references were made to articles bearing a 
star in some form or another as a trade-mark. The final denial 
of registration by the commissioner is founded on two trade- 
marks that have been previously registered by George N. Clem- 
son for saws. One of these consists of the words “The Star,” 
and the other of the representation of a five-pointed star inclosed 
within a circle. 

The resemblance between these and the star-mark of the 
applicant was held to be such as likely to cause confusion. The 
commissioner did not err in so deciding. (See Ehret v. Star 
Brewery Co., 31 App. D. C., 507; in re Portland Cement Co., 30 
App. D. C., 463; Wayne Co. Preserving Co. v. Burt Olney Can- 
ning Co., 32 id., 279; in re Braadland, 37 id., 602; Carmel Wine 
Co. v. California Winery, 38 App. D. C., 1.) 

The decision is affirmed, and the clerk will certify this de- 
cision to the commissioner of patents. 
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Woven STEEL Hose & RupBER CoMPANY v. KEAsSBEY & MArtTTI- 
SON COMPANY. 


(198 O. G., 495.) 


December 1, 1913. 
Goops oF SAME Descriptive Propertigs—‘“FRICTION FACING FoR VEHICLE 

BRAKES” AND “PACKINGS.” 

Friction-facing for vehicle-brakes made of asbestos are goods of 
the same descriptive properties as asbestos packing, since the two are 
so nearly alike in their fundamental characteristics and the uses to 
which they are applied are so closely related that their sale under the 
same trade-mark would be likely to cause the public to believe that 
they were the output of the same manufacturer. 

Mr. E. C. Brandenburg and Mr. Vernon E. Hodges, for the 
appellant. 
Mr. H. N. Paul, Jr., for the appellee. 


Ross, J.—This is an appeal from a decision of the commis- 
sioner of patents sustaining appellee’s opposition to the regis- 
tration of the word “Autobestine” as a trade-mark for “friction 
facing for vehicle brakes.” 

The opposition is based upon the registration to the ap- 
pellee of the word “Autobestos” as a trade-mark for “packings.” 
This mark was adopted and used by appellee prior to its adoption 
and use by the appellant. The question of similarity being con- 
ceded, the sole question is whether, at the time appellant adopted 
this mark, it was then used by appellee upon goods of the same 
descriptive properties, within the meaning of the trade-mark law. 
Both tribunals of the patent office have ruled that it was. 

The evidence shows that in about 1907 or 1908 there com- 
menced to be a demand for asbestos “friction facing” for auto- 
mobile brakes. The appellant thereupon commenced selling as- 
bestos tape, treated with some hardening substance, for this 
purpose and under the mark “Autobestine.”” Untreated asbestos 
tape, such as that sold by appellee under the mark “Autobestos,” 
was also used to some extent for the same purpose. The func- 
tion of this so-called “facing” is not primarily frictional. Rather 
is it used to prevent the overheating of the metal surface and to 
overcome noise. Of course, its use also prevents undue wear of 
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the metal surface. Without stopping to inquire whether this 
“friction facing” of appellant is a “packing” within the common 
acceptation of the term, we think it is clear that the two are so 
nearly alike in their fundamental characteristics and the uses to 
which they are applied are so closely related and their sale under 
the same trade-mark would be likely to cause the public to be- 
lieve that they were the output of the same manufacturer. Such 
a result the trade-mark act does not countenance. 
Decision affirmed. 


COMMISSIONER OF PATENTS 
Dicest oF MANuscRIPT DECISIONS. 
Proper Names. 


The mark “Seco,” formed from the initials of the applicants’ 
corporate name, although a surname, is a rare one, and should 
be registered. The applicant takes its own risk in registering a 
name that anybody of that name may use; but there is no danger, 
in view of the rarity of the word as a proper name, that the 
rights of the public will be prejudiced thereby. (+) 


“A man’s name printed in a curve above, and conforming to the 
curvature of a part of a design, which his firm has already registered and 
used for a number of years, is displayed in a distinctive manner. 

“The court, in Oliver v. Oliver (129 O. G., 217), was seeking, it 
seems to me, to protect the original Oliver and his purchasers. The 
decision, if accepted as authority for what is and what is not a distinctive 
marking, would lead to unreasonable requirements as to the manner of 
presenting a name. The word ‘Oliver’ was presented in a distinctive 
manner, and would have been registered but for its conflict with the name 
of another long established and widely known concern” (Ewing, com- 
missioner). (2) 


Application to register the words “Dennison Quality” over- 
laid by the letter “D” in script type, was rejected because con- 
sisting of a proper name, a descriptive term, and the letter “D,” 
which had already been registered. As to the first objection, the 


(1) Ex parte, Stauffer Eshleman & Co., Ltd., October 21, 1913. 
2) Ex parte, Jacob Kienzle, October 28, 10913. 
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commissioner says that the name “Dennison” has already been 
registered to the applicant under the ten-year clause. 

“This registration of the word ‘Dennison’ in effect sequestrates that 
name as a trade-mark to the exclusive use of this applicant. It takes 
from the word ‘Dennison’ its significance as a surname, removing it, by 
the provisions of the law itself, from the inhibition of that law against 
the registration of a proper name. It is in fact to be regarded, so far 
as its use upon goods of the same descriptive properties is concerned, in 
the same light as a technical trade-mark.” 


Therefore, the objection that it is a proper name will no 
longer lie against the use or registration thereof by the registrant. 
(*) 

Application was made to register a trade-mark for condenser 
paint, consisting of the representation of a condenser, at right 
angles to two other condensers of a different kind, the latter 
lying in parallel position to each other. On the single condensers 
appear the words “Braun’s Condenser Paint,” with the initials 
in irregular relation to each other, so that the initials “B. C. P.” 
were the most prominent factors of the words. The type varied 
from common script by having long flowing curved paraphs en- 
twining the condenser, and seeming to be separated by it. While 


“ 


the name “Braun” is a proper name, and the term “condenser 
paint” descriptive, as are also the representations of the con- 
densers, the registrability of a trade-mark can not be determined 
by analyzing the elements of which it is composed. The prin- 
ciple is not whether it represents elements separately registrable, 
but whether, as a whole, it is arbitrary. The effect of the mark 
in question is to emphasize the initial letters, the arrangement 
of which dwarfs the impression of the name itself. (Frazier, 
asst. commissioner.) (7) 

Application to register the words ““Monk and Glass” was 
rejected because the words were proper names, not distinctively 
shown. It was proven that they were sometimes used in con- 
nection with the picture of a monk, holding a glass or posing be- 
fore a mirror. On appeal, the commissioner held that the mark 
was suggestive of the above representations, and therefore should 
be regarded as a fanciful term properly registrable. (*) 

parte, Dennison Mfg. Co., October 15, 1913. 
parte, American Paint and Color Company, September 3, 


parte, Monkhouse & Glasscock, Ltd., May 6, 1913. 
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Geographical Terms. 


The name “Anaconda” for machinery belting is geographical, 
being the name of a town in Colorado and of one in Montana. 
However, the zoological significance of the word as the name of 
a snake is the predominant meaning, and the mark should not be 
rejected because of its geographical significance. (*) 

While the name “Foxcroft” is a geographical term, the name 
of a small town in Maine, the word would not be recognized by 
the general public as geographical, but as arbitrary and fanciful. 
(*) 

Application being made to register the name “Shasta” ap- 
plied to coffee, by a merchant not residing in Shasta county ‘nor 
in the immediate vicinity of the mountain by that name, the 
commissioner held that the name was obviously fanciful as ap- 
plied to coffee, and should be registered in spite of its geo- 
graphical use. (*) 

The word “Erin” for paper is geographical, like the words 


1 


“old country” (122 Fed Rep., p. 796). (*) 
Descriptive Terms. 


The mark “Nu-Do” on a diamond background, the whole 


applied to a sheaf of wheat enclosed in a rectangle, is equivalent 


to the words “new dough” and therefore descriptive of the prod- 
uct. (°) 


The words “Kiddie Kloth” are descriptive, indicating cloth 


for children’s wear. (®) 


The words “Cherry Smash” are descriptive, indicating a 
syrup used at soda fountains for the preparation of carbonated 
beverages. (7) 


The representation of a leaf in a circle with the inscription 


(1) Ex parte, Main Belting Co., February 2, 1913. 

(2) Ex parte, Riverside & Dan Cotton Mills, Inc., January 16, 1913. 
(3) Ex parte, J. A. Folger & Co., October 27, 1913. 

(4) Ex parte, J. C. Blair & Co., May 8, 1913. 

(5) Ex parte, Schafer Bakery, March 12. 1913 

(6) Ex parte, McKendrick Brice & Co., May 7, 1913. 

(7) Ex parte, John E. Fowler, April 20, 1913. 
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‘ 


“Comme il faut,” meaning 
mark. (*) 


The words “DuRToF” for scouring soap are a mere misspell- 


‘as it should be,” make a descriptive 


ing of “dirt off,” and are properly refused registration. (7) 

The name ‘“Re-Blade” is descriptive as applied to pocket 
knives. It suggests that the blade may be replaced, and the 
specimens show that such is the fact. This, moreover, is a 
familiar construction in knives, for which sundry patents have 
been issued. (#) 

The words “Old Reliable” are descriptive, although ac- 
companied with the face of a white-haired negro on a dark 
ground, surrounded by an annular band, wheron the words are 
displayed, for cotton seed products. (*) 

The phrase “The sweetness of low prices never equals the 
bitterness of poor quality,” for candy, is a descriptive and ad- 
vertising phrase in the same class as “Penny a pound profit,” 
“No wash up,” and “B 4 any” (Reporter, Vol. 1, p. 342; Vol. 2, 
pp. 122, 387). (>) 

The name “Endless” is descriptive as applied to sales books, 
and means that the leaves may be replaced, and that the books 
are capable of unlimited use. (®) 


A trade-mark consisting of the picture of a stag jumping 
over a billboard, the latter made in the form of a shirt bosom, the 
representation of a shirt bosom being also applied to the side 
of the stag is descriptive, and not registrable. (7) 


The trade-mark “Marceno” for candy is not a mere mis- 
spelling of “Maraschino.” It looks different, and is pronounced 
differently, and is registrable. (*) 

The trade-mark “Grape-Ola,” is not descriptive. The suffix 
“Ola” is not in common use in the language, and it is no objec- 
tion to the mark that the word “Grape” indicates the source from 
which the beverage is derived, nor does it matter that the combi- 


Ex parte, Henry Bohme & Sons, April 30, 1913. 

Ex parte, Durtof Mfg. Co., September 30, 1913. 

Ex parte, Piogran Sales Co., June 12, 1913. 

Ex parte, Henry J. Blakeslee, April 22, 1913. 

Ex parte, Loheide Mfg. Co., July 2, 1913. 

Ex parte, American Sales Book Co., Ltd., April 1, 1913. 
Ex parte, Hawley Folson Co., January 9, 1913. 

Ex parte, Wallace & Co., October 2, 1913. 
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nations ‘‘Peach-ola” and “Herm-ola” and others have been form- 
erly in use, because they could not in any case be confused. (+) 

The trade-mark “Rick-Quick” for faucets, is registrable, 
though the word “Rick” is a surname, and the word “Quick” is 
descriptive of the action of the faucets. While the two elements 
of the combination are familiar, the combination itself is novel 
and distinctive, and a good trade-mark. (7) 


Goods of the Same Descriptive Properties. 


Brake linings and machinery packings are goods of the same 
descriptive properties. Brake linings are often made from ma- 
terials used for packing, and the manufacture thereof would 
therefore be in the natural development of the business of manu- 
facturing packings. (*) 

Percale and shirting sold to shirt manufacturers for making 
up into shirts are the same description of goods as shirts. (*) 

Canned fruits and canned vegetables are goods of the same 
descriptive properties. (°) 

Cotton seed oil and lard compounds are of the same de- 
scriptive properties, since cotton seed oil is within the normal 
expansion of the business of making lard compounds. (®) 

Silk piece goods, woolen suitings or dress goods are not of 
the same descriptive properties as ginghams. (7) 

Canned salmon and canned sardines are not goods of the 
same descriptive properties. (*) 


Grape juice and beer are not of the same descriptive prop- 
erties. (*) 


Children’s dresses, rompers and .petticoats are not of the 


(1) Ex parte, Grape-Ola Company, October 11, 1913. 

(2) Ex parte, Rickersberg Brass Co., September 16, 1913. 

(3) Keasbey & Mattison Co. v. Woven Steel Hose & Rubber Co., 
November 14, 1912. 

(4) Garner Print Works & Bleachery v. Roggen Bros. & Co., Janu- 
ary 5, 1912. 
(5) Goldberg Bowen & Co. v. Mattocks, March 18, 1913. 
(6) Ex parte, Kentucky Refining Co., May 14, 1913. 

(7) Ex parte, Carson, Pirie, Scott & Co., April 9, 1913. 

(8) Alaska Packers Association v. William Underwood & Co., 
April 29, 1913. 

(9) Peter Schoenhofen Brewing Co. v. John Sexton & Co., April 23, 
1913. 
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same descriptive properties with cotton and woolen outer and 
undershirts. (*) 

Veiling and netting are not of the same descriptive proper- 
ties with handkerchiefs, nor would they be in the natural expan- 
sion of the latter business. (7) 

A tonic beverage is not of the same descriptive properties 
with a medicinal preparation, though intended for the like pur- 
poses. 


“Not all goods used for the same purpose can be held to be the 
same descriptive properties, though they may be. The registered mark 
is used upon a spirituous liquor described as a stomach bitter, a liquid 
with an alcoholic base; while the application is to register a medicinal 
preparation put up in small vials containing a remedy in a powder or 
tablet form, and sold as a drug through drug stores. The labels in each 
case bear the names of the manufacturers or houses by which they are 
put out” (Frazier, asst. commissioner). (*) 


A soluble powder, containing no grit, used in steam laun- 
dries and textile mills, and sold direct to consumers in barrels or 
kegs of 25 to 250 pounds, never less, is not of the same descriptive 
properties with an alkaline soap compound, containing a scour- 
ing powder, sold in cakes to the individual consumer. (*) 

Macaroni, spaghetti and vermicelli are not of the same 
descriptive properties with wheat, oat or corn flakes, flour, meal 
and cereals. It is the uniform practice of the office to regard 
cereals as a distinct class; and while macaroni might sometimes 
be eaten for breakfast, no confusion between the goods is pos- 
sible. (°) 

Coffee and lump sugar are not of the same descriptive prop- 
erties. It does not affect the case that coffee is usually drunk 
with sugar. The logical result of such a doctrine would be that 
any article in which sugar was commonly used is of the same 
descriptive properties with the sugar itself. (*) 


(1) Kahn Bros. & Co. v. Carson, Pirie, Scott & Co., June 18, 1913. 

(2) International Handkerchief Co. vy Theodore Tiedemann & Sons, 
May I5, I913 

(3) Ex parte, Yenjo Shoten, October 7, 1913. 

(4) Enoch Morgan & Sons vy. Electric Smelting & Aluminum Co., 
January 28, 1913. 

(5) Quaker Oats Company v. Mother’s Macaroni Co., February 18, 
1013. 

(6) American Sugar Refining Co. v. Black Hawk Coffee & Spice 
Co., May 20, 1013. 
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Conflicting Marks. 


The mark “Dennison Quality,” overlaid by the letter D in 
script type does not conflict with another mark consisting merely 
of the letter D. 


“The objection of the examiner to the registration of the trade- 
mark, based on the registered mark consisting of the letter ‘D’ flows from 
a further dissection of the mark, rather than a consideration of the mark 
as an entirety. (Ex parte Jmbs, C. D., 1876, p. 194.) In applying this 
test to the facts presented, the examiner, in my judgment, appears not 
to have treated the mark from the fundamental standpoint of the trade- 
mark. Does the proposed mark tend to confuse or mislead the pur- 
chasing public into the belief that it is the registered mark? I think not. 
It is believed that the method of dissecting the mark into its constituent 
parts in this case is contrary to the spirit of the decision of the Court 
of Appeals of the District of Columbia in Johnson v. Brandau, 139 O. 
G., 732” (Frazier, asst. commissioner). (1) 


The letter “'T”’ upon a triangular shield, the shield being red 
and the “T’’ yellow, would not conflict with prior registration of 
a mark consisting of the outline of a shield, since the goods to 
which the latter was applied would not be known as “Shield 
Brand.” (?) 

Two marks in interference consisted, first, of an eagle with 
spread wings and open beak, standing on a half globe, combined 
with the name “American” ; and, second, of an eagle, with folded 
wings and closed beak, standing upright on the representation of 
a globe, accompanied by the name “Case.” The testimony showed 
that the automobiles to which the marks were applied were known 
respectively as “American” and “Case” automobiles; and that 
there was no confusion. Held that any doubt in a case of this 
kind should be decided in favor of the parties. A motion to 
dissolve the interference was granted. (*) 

An application for registration of the trade-mark “D” 
pierced by an arrow, was rejected because of two prior marks, 
“D” and “5-D,” for plows. It is common in the agricultural 
implement trade to identify the manufacturer by letters and 
numerals, and it was held that the mark applied for differs from 
1) Ex parte, Dennison Mfg. Co., October 15, 1913. 

*) Ex parte, Henry Thayer & Co., March 25, 1913. 


) J. I. Case Threshing Machine Co. v. American Motor Car Co., 
December 18, 1912. 
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each of the others as much as they differ from each other. The 
decision of the examiner was accordingly overruled and regis- 
tration ordered. (+) 

The word “Hydronon” for bituminous paint is anticipated 
by the word “Hydrocide” for the same goods. (?) 

The name “Clover-Seal” is not registrable, because of its 
conflict with prior registrations of the mark “Clover Club” for 
like goods. (8) 

The mark “Golden R,” the letter “R” being printed in gold, 
as a mark for cigars and tobacco, was properly rejected because 
of prior registration of the letters “RR” combined with two 
tobacco leaves, and the letter ‘‘R” in a diamond. The letter “R” 
is a predominant feature of all the marks, and color is no part 
of the mark in any case; the registrant might use the mark in 
any color that it chose. (*) 

“Wheatmeats,” for cereal breakfast food, conflicts with a 
prior registered mark consisting of the words “Meat of the 
Wheat.” (°) 

A mark consisting of the words “Stag Brand” and the head 
and antlers of a stag, with the monogram “MB,” conflicts with a 
mark consisting of the words “Deer Head” and the representa- 
tion of a deer’s head. (®) 


The letter “H” enclosed in a diamond outline, for oil well 
pumps, was properly rejected because of a mark consisting of 
the word “Gravity” similarly enclosed. In the latter mark the 
word “Gravity” is descriptive, and the diamond-shaped figure is 
the chief element of the mark. (7) 

A mark displaying an Indian head in profile with a head- 
dress thereon, enclosed in a circle, conflicts with another con- 
sisting of an Indian’s head in full-face view. (*) 


Application was made to register the name “Aunt Rose” 
and a portrait of a colored woman with a bandana on her head, 


Ex parte, S. R. White & Son, January 29, 1913. 

Ex parte, Barrett Mfg. Co., June 12, 1913. 

Ex parte, Escanaba Liquor Co., October 14, 1913. 

Ex parte, Charles C. Rahn, April 24, 1913. 

Ex parte, Topeka Milling Co., March 12, 1913. 

Heekin Spice Company v. Mazo Brothers, January 15, 1913. 
Ex parte, Katharin H. Hough, October 2, 1913. 

Markt & Co. v. David Wadsworth & Son, December 35, 1912. 


5: 
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said to be the portrait of one Rose Gill, and used with her con- 
sent. It was opposed by the owner of a trade-mark consisting 
of the conventional picture of a colored woman with a bandana 
on her head, and the name “Aunt Jemima’s.” Held that this 
was different from the Black Hawk case (ex parte Wester 
Flour Mills Co., Reporter, Vol. 2, p. 182), in that Rose Gill is 
not an historical character, and her name is not used with the 
portrait so that the mark indicates to the public merely a 
negro woman, and is likely to be confused with the mark previ- 
ously registered. (1) 

The capital initials “P. C. G.” for underwear, do not con 
flict with “B. V. D.” for such goods. Opponent contended that 
no one could use three detached letters as a trade-mark for these 
goods, because of the great familiarity which their mark had ac- 
quired with the public. Held that such a position could not be 
sustained. The only question was one of the likelihood of con- 
fusion, and such confusion did not appear probable. (?) 


( Davis Milling Co. v. Dunlop Milling Co., April 10, 1913. 
( 


1) 
2) B. V. D. Company v. Potterf, September 17, 1913. : 





